The opinion in support of the decision being entered today was not
witten for publication and is not binding precedent of the Board.
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DECI S| ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 11, which are all of the clains

pending in this application.

Appellant's invention is directed to a floating
artificial weed line for attracting fish. As noted on page 2

of the specification, the artificial weed Iine is designed to

14



Appeal No. 1999-2783
Application No. 08/654, 034

imtate floating sea weed. The weed line attracts fish
because it provides a source of shade and shelter or
protection, and will be perceived by fish as providing a
potential source of food. As can be seen in the draw ngs of
the application, the weed line is fornmed of a |ight-weight,
floating frame (4) nade from any buoyant nmaterial and defining
a relatively large central aperture. The |large central
aperture of the frame is covered with a thin sheet of water
resilient plastic or vinyl (2) that is made to sinulate sea
weed and provide shade to fish. In contrast to the prior art
descri bed on page 1 of the specification, which is bottom
anchored and fully submerged, the present invention is
designed to provide a floating artificial fish attracting
habitat that floats on the surface of a body of water and
imtate floating sea weed as it drifts on the water surface.

| ndependent clains 1, 10 and 11 are representative of the
subj ect matter on appeal and a copy of those clains nay be

found in the Appendix to appellant's brief.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:
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Bronl ey 3, 540, 415 Nov. 17,
1970

Budge et al. (Budge) 3,638, 615 Feb. 1,
1972

Hill 4,876, 817 Cct.
31, 1989

Fussel | 5,315,779 May
31, 1994

Clainms 1 through 7, 9 and 10 stand rejected under 35
U S.C 8§ 103(a) as being unpatentable over Fussell in view of

Budge and Hi I |.

Claim 8 stands rejected under 35 U.S.C. § 103(a) as being
unpat ent abl e over Fussell, Budge and H Il as applied to claim

1 above, and further in view of Bron ey.

Claim 11 stands rejected under 35 U S.C. 8§ 103(a) as

bei ng unpatentabl e over Fussell in view of HII.

Rat her than attenpt to reiterate the examner's ful
commentary with regard to the above-noted rejections and the
conflicting viewoints advanced by the exam ner and appel |l ant
regarding the rejections, we nake reference to the examner's
answer (Paper No. 13, nmiled February 17, 1999) for the
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reasoning in support of the rejections, and to appellant's
brief (Paper

No. 12, filed January 7, 1999) for the argunents thereagainst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to appellant's specification and cl ai ns,
to the applied prior art references, and to the respective
positions articul ated by appellant and the examner. As a
consequence of our review, we have nmade the determ nations

whi ch foll ow.

Prelimnary to discussing the rejections on appeal, we
note that on page 8 of the brief appellant has indicated that
claims 1 through 7 and 9 can be grouped together, while claim
10 shoul d be considered separately. Cains 8 and 11, not
mentioned on page 8 of the brief, are argued separately on

pages 14 and 15 of the brief.

Looking first at the examiner's rejection of clainms 1
through 7, 9 and 10 under 35 U.S.C. § 103(a) based on the
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col l ective teachings Fussell, Budge and HIl, we note that
Fussell was one of the prior art patents di scussed by
appel l ant on page 1 of the specification and was di stingui shed
fromappellant's floating artificial weed |line because the
structure in Fussell is a bottom anchored, fully subnerged
fish attracting structure, while appellant's floating
artificial fish attracting habitat or weed line drifts on the
surface of a body of water and simulates floating sea weed by
bl ocking at | east a portion of the sun's rays. Budge is
directed to an apparatus for growi ng oysters in sea water.
Figure 6 of Budge shows a wooden franmework (42) carrying
floats (47) which ensure that the franmework fl oats adjacent
the surface (48) of the sea or ocean (49). As indicated in
colum 5, lines 8-12, a plurality of wires (51) are nounted to
the framework in such a manner that they are positioned a
substantial distance below the surface (48) of the sea or
ocean so that they will not be uncovered by the normal wave
action of the sea or ocean. These wires carry screens (22)

whi ch have seed oysters (26) attached thereto. The seed
oysters are intended to remain covered by the sea water and to
grow to maturity while being supported by the apparatus of
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Budge. Hill discloses an archery bow nounted blind that

i ncl udes a canmoufl age sheet (16) of vinyl material and a
support structure (18). The sheet (16) has a plurality of
chevron-shaped cuts (20) therethrough form ng a correspondi ng
nunber of flaps (22) which sinulate foliage and provide

openi ngs whi ch allow cl ear observation by an archer using the

bow to which the blind is npunted.

In the exam ner's view, Fussell discloses a floating
device conprising a plurality of floating discs (15, 16, 17),
each having at |east one aperture (20) therein. The exam ner
concedes that Fussell fails to disclose a) a bl ocking neans
attached to the floating pieces for blocking at |east a
portion of the sun’s rays, b) a buoyant framework as set forth
inclains 1 through 5 on appeal, and c) nmaterial connected to
a planar rectangular framework and covering the at | east one
| arge opening therein, wherein the material has a plurality of
apertures for allowing a predeterm ned portion of the sun's

rays through the said at | east one opening.
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To provide for these differences between Fussell and the
cl ai med subject nmatter, the exam ner urges that it would have
been obvious to one of ordinary skill in the art at the tine
appellant's invention was nmade to

provide the floating piece of Fussell with a
bl ocki ng neans attached to the rectangul ar
floating piece in view of Budge et al and Hill
so as to maintain the floating piece in

hori zontal |evel when the floating piece is
anchored to a bottom of a body of water (answer,

page 4).
In addi tion, the exam ner also concludes that it would have
been obvious to one of ordinary skill in the art to
provide the floating piece of Fussell with a
water resilient plastic material nmade of vinyl
in viewof HIl so as to provide shelter to the
school of fish and bl ock a substantial anmount of
sun rays from penetrating the floating piece
I ine when anchored to a bottom of a body of
wat er (answer, page 4).
Appel I ant asserts that the Hill reference is non-
anal ogous art because it is not within appellant's field of
endeavor (i.e., floating artificial weed lines) and is not
reasonably pertinent to the particul ar problemthat appellant

addresses. Mreover, appellant urges that the exam ner has

utilized the Hi Il reference froma totally unrelated art based
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only on appellant's suggestion concerning the type of sheet
material involved in the floating artificial weed Iine of the
present application, and thus relied upon hindsi ght gained
fromappellant's own application in citing the H Il patent.
Appel  ant al so argues that the exam ner's positions on

obvi ousness in this appeal represent a classic case of the
exam ner using inperm ssible hindsight in order to reconstruct

appel lant's cl ai ned subject matter.

Consi dering the question of non-anal ogous prior art, for
resol ution of obviousness under 35 U.S.C. § 103 the |aw
presunes full know edge by the hypothetical worker having
ordinary skill in the art of all the prior art in the
inventor's field of endeavor. Wth regard to prior art
outside the inventor's field of endeavor, know edge is
presuned only as to those arts reasonably pertinent to the
particul ar problemw th which the inventor was involved. See
In re day, 966 F.2d 656, 658,

23 USP2d 1058, 1060 (Fed. Cr. 1992), In re Wod, 599 F.2d

1032, 1036, 202 USPQ 171, 174 (CCPA 1979) and In re Antle,

444 F.2d 1168, 1171-72, 170 USPQ 285, 287-88 (CCPA 1971).
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Thus, the determ nation that a reference is froma

nonanal ogous art is twofold. First, it nust be decided if the
reference is fromwithin the inventor's field of endeavor. |If
it is not, then it nmust be determ ned whether the reference is
reasonably pertinent to the particular problemwth which the
i nventor was concerned. In the present case, |ike appellant,
we are of the view that the archery bow nmounted hunting blind
of the HiIl patent is non-anal ogous prior art because it is
not within appellant's field of endeavor and is not reasonably
pertinent to appellant's particular problemof providing a
floating artificial fish attracting habitat (i.e., a floating

artificial weed |ine).

The exam ner's position (answer, page 10) that H Il is
anal ogous prior art because it is reasonably pertinent to the
particul ar problemw th which the applicant was concerned
"because Hill discloses a concept of a plastic material made

froma vinyl sheet,"” evidences an apparent |ack of
understanding on the examner's part as to the particul ar
probl em confronted by appellant and provi des no basis

what soever for concluding why a reference that addresses a
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hunting blind structure nmounted on an archery bow woul d have
| ogically comrended itself to the inventor's attention in
dealing with his particular problemof a floating artificial
fish attracting habitat (i.e., a floating artificial weed

line) designed to float at the surface of a body of water.

Moreover, even if we were to assune for argunent sake
that H Il was anal ogous prior art, we share appellant's view
that there is no notivation or suggestion in the applied
ref erences which woul d have reasonably | ed one of ordinary
skill in the art to the exam ner's proposed conbi nati on of
Fussell, Budge and Hill. Like appellant, it is our viewthat
t he exam ner has used inperm ssible hindsight derived from
appellant's own teachings to conbine the totally disparate
subject matter of the subnerged fish habitat of Fussell, the
apparatus for growi ng oysters of Budge and the archery bow
mounted hunting blind of HIl in an effort to arrive at
appellant's clainmed floating artificial weed line. 1In this
regard, we note that, as our court of reviewindicated in In
re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84
n. 14 (Fed. Gr. 1992), it is inpermssible to use the clained
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invention as an instruction manual or "tenplate" to piece
toget her isolated disclosures and teachings of the prior art
so that the clainmed invention is rendered obvious. That sane
Court has al so cautioned agai nst focussing on the obvi ousness
of the differences between the clainmed invention and the prior
art rather than on the invention as a whole as 35 U . S.C. § 103
requires, as we believe the exam ner has done in the present

case. See, e.g., Hybritech Inc. v. Mnoclonal Antibodies,

l nc., 802 F.2d 1367, 1375, 231 USPQ 81, 93 (Fed. G r. 1986),

cert. denied, 480 U S. 947 (1987).

Since we have determned that H Il is non-anal ogous prior
art and also that the teachings and suggestions found in
Fussel |, Budge and Hi Il would not have made the subject matter
as a whole of clains 1 through 7, 9 and 10 on appeal obvious
to one of ordinary skill in the art at the tine of appellant's
i nvention, we nust refuse to sustain the examner's rejection

of those clains under 35 U.S.C. § 103(a).

As for the exam ner's rejection of dependent claim38
under 35 U.S.C. 8§ 103(a) as being unpatentable over Fussell,
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Budge and Hill as applied to claim1l above, and further in
view of Brom ey, we have reviewed the Bronl ey patent, but find
not hi ng therein which provides for or overcones that which we
have found | acking in the exam ner's basis conbinati on of
Fussel |, Budge and HIl. Accordingly, the examner's rejection
of dependent claim8 under 35 U.S.C. § 103(a) also will not be

sust ai ned.

The last of the examiner's rejections for our reviewis
that of claim 11 under 35 U.S.C. 8§ 103(a) based on the
col l ective teachings of Fussell and HIl. Again, for the
reasons stated above, we consider that H Il is non-anal ogous
prior art and woul d not have reasonably conmmended itself to
the appellant's attention given the particular problem he was
confronting. Mreover, |like appellant, we al so consider that
t he exam ner has relied upon inpermnm ssible hindsight in
attenpting to conbine the disparate teachings of Fussell and
Hll so as to arrive at appellant's clainmed floating
artificial weed line. Thus, the examner's rejection of claim

11 under 35 U.S.C. 8§ 103(a) will not be sustained.

12



Appeal No. 1999-2783
Application No. 08/654, 034

In light of the foregoing, the decision of the exam ner
toreject clainms 1 through 11 under 35 U S.C. 8§ 103(a) is

rever sed

Under the provisions of 37 CFR 8 1.196(b), we enter the

foll owi ng new ground of rejection against claim21l1l on appeal.

Claim1l is rejected under 35 U.S.C. § 102(b) as being
anticipated by the floating raft seen in Figures 6 and 7 of
t he Budge patent. Figures 6 and 7 of the Budge patent show a
floating raft conprising a wooden framework (42) forned of
menbers (43, 44) fastened together and including floats (47)
to provi de added buoyancy. The wooden nenbers (43, 44) define
a planar buoyant structure or, in the ternms of appellant's
claim 11, conprise substantially planar buoyant material that
not only "resenbles organic matter” as the claimsets forth,
but actually is organic matter (i.e., wood) and which has a
specific gravity to float substantially horizontally at the
surface of a body of water (e.g., salt water). The framework
clearly blocks a portion of the sun's rays when it is floating
on the surface of a body of water thereby providing shade and
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shelter or protection for fish. Appellant's own specification
(page 1) establishes that fisherman know that fish congregate
around and under floating objects. Accordingly, we consider
that the floati ng wooden franmework of Budge woul d have been
vi ewed by one of ordinary skill in the art as a floating
artificial fish attracting habitat and, nore specifically, as
broadly being a floating artificial weed line that "imtates"
floating sea weed or other flotsamfor attracting fresh or
salt water fish. 1In this regard, we point to the bottom of
page 4 of appellant's specification, and the indication
therein that the invention is not intended to be limted to
the | ook of sea weed attached to a franme, and that the
invention is intended to cover "alternate enbodi nents using

materi al that does not resenble sea weed."

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
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8 1.196(b) provides, "[a] new ground of rejection shall not be
considered final for purposes of judicial review™"
37 CFR 8 1.196(b) al so provides that the appellant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8§ 1.197(c) as to the rejected clains:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner

(2) Request that the application be reheard
under 8§ 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record . :

No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).

REVERSED. 37 CFR § 1.196(b)

NEAL E. ABRAMS
Adm ni strative Patent Judge )
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BOARD OF PATENT

CHARLES E. FRANKFORT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JOHN F. GONZALES
Adm ni strative Patent Judge

N N N N N N N N N N N N

CEF

16



Appeal No. 1999-2783
Application No. 08/654, 034

BARRY L. HALEY

MALI N, HALEY, DI MAGE O & CROSBY
ONE EAST BROMRD BOULEVARD

SU TE 1609

FORT LAUDERDALE, FL 33301
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REVERSED:; 37 CFR 1.196(b)

Prepared: September 25, 2001



